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REMARKS 

Claims 1 1-43 are now pendii g. Claims 1-10 are cancelled without prejudice and will 
be pursued in a divisional application Claims 30-43 are new. 

Counsel for Applicant gracefully acknowledges the courteous interview kindly 
granted by Mr. Donnelly, the Examiner in charge of this application. This application is 
submitted to be allowable in view c f the evidence submitted to remove the Davis patent as a 
prior art reference, the foregoing amendments, and the following comments with respect to 
the other references relied upon in die rejection of the claims. 

Submitted herewith is an af Idavit by the inventor, Kevin Gerschefske, shown to the 
Examiner at the interview, establishing that an embodiment of the invention was reduced to 
practice prior to the filing date ortje Davis patent of October 1 1. 2002. It is submitted thai 
the affidavit and appendix thereuj is clearly sufficient to remove the Davis patent as a 
reference and hence to obviate thl rejection under 35 U.S.C. § 102(e) over Davis. The 
removal of Davis as prior art is n it an admission of its relevance, as Applicant is simply 
removing it as a reference based on the fact that it is not prior art. 

Independent claim 1 1 was rejected (1) under 35 U.S.C. § 103(a) as being obvious in 
view of Arsenault and (2) under 3i| U.S.C. § 102(b) as being anticipated by Endelman (U.S. 

Patent No. 6,1 86,929). 

In both of these rejection !, the Examiner has not afforded proper weight to the 

following recitation in claim 1 1: j 

"to establish, as a result of the resilient yielding, a bouncing 
movement by the m jvable foot support in said first direction which 
can be translated by j the exercising person into a movement of said 
movable body supp< >rt in said first direction." 

This limitation constituted a significant feature of the combination defined by 
claim 1 1, which differs from what is disclosed in Arsenault and Endelman. 

The Arsenault invention !s summarized in the paragraph in column 3 after the 
"Summary" heading as follows: 

"The present invemion discloses an exercise device wherein a user 
exercises the abdominal muscles by throwing a ball against a net 
system. The user places his head and back on a pivotable platform 
and his buttocks a id feet on a stationary platform which pivots 
about spring. The | spring provides lift assistance when the user 
throws the ball an 3 shock dissipation when die user catches the 
ball. Foot straps ar provided for securing the feet of the user." 
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Briefly stated, the Arsenaull; exerciser is an exerciser enabling the user to perform 
spring assisted sit ups and, while performing them, to bounce a weighted medicine ball 
against a net system located above t ,e user's feet. The structure provided for performing the 
sit ups includes a stationary base platform 22 on which the user Sits while performing the sit 
ups. The spring assist is accomplished by a pivoted back rest 18 which is normally retained 
at an angle to the stationary platform by a spring mechanism 38. Foot straps 28 fixed to the 
stationary platform 22 are shown in use in Figures 1 through 8. Additional foot straps 62 are 
shown in Figure 9. as well as in Figures 1-8. The illustrated use shown in Figures 1-8 shows 
the user's foot "secured" underneaih the straps so that the feet cannot move away from the 
fixed platform 22 as the user moves his/her back upwardly during the sit up exercise. 

Claim 11 of the present application defines a very different invention. Even the 
structural similarities which the Examiner finds between the exerciser as set forth in claim 11 
and the Arsenault exerciser arc nat substantive similarities. For example, spring biased 
pivoted back rest 18 of Arsenault enly supports the user's back while the user's buttocks are 
firmly seated on the stationary platform 22 so that the weight of the user's body carried by 
his/her buttocks does not move with the back rest 18. While the language of claim 11, as 
originally filed, is believed to define the differences noted above, claim 1 1 has been amended 
to make clear that the movable bo<y support "allows the back and bjritQSlss of the exercising 
person to move with the movabh: body support" as depicted in Figure 6c of the present 
application. 

Moreover, claim 1 1 has been amended to make it clear that the movable body support 
is translattonallv movable. 

During the Interview, it w is noted that the term "translatlonal" finds support in the 
disclosed movement clearly showi in the drawings and that the dictionary definition of the 
term refers to movement ''without notation," Such movement would include linear 
movement, movement along a cuived path, or other non-pivotal movement. The Examiner 
indicated that the insertion of this term in the independent claims would clearly distinguish 
from the disclosure of the Arsenault reference. 

The movable body support, as recited, is structurally and functionally different from 
the pivoted back 18 and fixed platform 22 of the Arsenault patent. Accordingly, for this 
reason and the reasons set forth above, it is respectfully submitted that claim 1 1 defines a 
patentable combination of components, which combination is not obvious from the 
substantively different Arsenault patent Note that the additional amendment to claim 11 
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regarding the movable body suppqrt 
thereof is for clarification purposes 

The § 102 rejection based upjort 
of inherency. The entire basis of the 
includes a degree of resiliency." 

The disclosure in Endelman 
contained in column 7, lines 3-5 in the 


"A padded sleeve 1 
cushion support for 8 


Under the law of inherency, 
padded sleeve 148 must necessarily 


in Tn re Robertson. 169 F.3d 743, 745 : 


'To establish inherency, 
that the missing 
thing described in 
recognized by per 
not be established 
that a certain thing 
is not sufficient "" 


i the 
* perso is 
by 


being arranged to absorb energy during movement 
ly and is not a narrowing amendment. 

Endelman presents a different issue involving the law 
Endelman rejection is that the padding (148) "inherently 


relating to the "padding (148)" is most specifically 
following language: 


*8 over the foot bar portion 146 provides a 
user's foot." 


in order for the rejection to be proper, the disclosed 
meet the limitations of claim 11. Specifically, as stated 
49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999): 


the extrinsic evidence 'must make clear 
descriptive matter is necessarily present in the 
reference, and that it would be so 
s of ordinary skill. Inherency, however, may 
probabilities or possibilities. The mere fact 
rhay result from a given set of circumstances 
(Citations omitted). 


tike 


In the present case, the 
sufficient resiliency to obtain 
limitation. 

Webster's Third New International 
page attached hereto), includes a 
definition includes the following: 


padded sleeve of Endelman does not necessarily have 
claimed "resilient" or ''bouncing movement" claim 


firm 


"a flat or shaped 
thick and that consists 
(as rubber, felt, har) 
that is used like a 
surfaces n 


The first example given includes the following: 


40037TGS3*rt 


Dictionary (unabridged), Copyright 2002 (relevant 
relatively long definition of the lerm "pad." The "la" 


, usu, resilient article that is usu. not very 
typically of dense or closely packed material 
v often enclosed in a casing (as of cloth) and 
mat or cushion to ease contact between two 
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"a piece of soft often stuffed material like a cushion . . ." 
It is submitted that, Endel man's padded sleeve would not achieve the claimed 


"bouncing movement" limitation as 


; set forth in claim 1 1 . 

The cushion support for the person's feet provided by the padded sleeve 148 is 
analogous to the cushion support foi a person's feet provided by typical rugs. A rug cushions 
the feet of a person on the rug, but even with a foam underpadding, a rug is insufficient to 
provide the claimed "bouncing mov sment." 

Applicant is aware that em jodiments of the Endelraan patent disclosure have been 
reduced to practice and commercialized. Indeed, mention is made of the existence of this 
prior art in the paragraph bridging pages I and 2 of the specification. In fact, this actual foam 
padding clearly provides no "bouncing movement," as claimed. 

At the interview, the Examiner indicated that the inherency rejection under 35 U.S.C. 
§ 102 would be withdrawn. It is submitted that none of the prior art of record is on point or 
renders the present invention obvio as. 

It should be noted that the Westfall reference does not make up for the deficiencies 

noted above. 

Independent claim 26 includes a similar amendment and includes the "bouncing 
movement" limitation as discussed above with respect to independent claim 11. Claim 26 is 
directed toward an attachment f<r an exerciser including the combination of components 
defined in claim II. The language In claim 26 cannot be ignored, as it would be legally 
improper to do so. When given proper consideration, the subject matter defined in claim 26 
is neither inherently anticipated by Endelman nor shown to be obvious by Arsenault for the 
same reasons set forth above. Acc srdlngly, independent claim 26 should be allowed. 

Claims 12-25, 27-29 and newly added claims 30-34 are all dependent claims, either 
on independent claim 1 1 or independent claim 26. These claims recite various details of the 
components recited in the independent claims which are either not fairly taught by the 
references relied upon or not obvious in the combination recited. Accordingly, allowance of 
dependent claims 12-25, 26-29 and 30-34 is respectfully requested. 

Independent claims 35 and 42 and dependent claims 36-41 and 43 are also new and 
submitted to be clearly patentable over the prior art of record. Note that claims 35^13 are 
patentable independently from an] of the arguments set forth above. 

Applicant acknowledges the election of Group II and will pursue non-elected Group I 
pending the filing of a divisional t pplication. 


4003>73ttvl 
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In view of the above, 
respectfully requested. 

Please charge any fees ass 
Account Number 033975. The 
over payments to the above 


favorable reconsideration and allowance of the application are 


:>ciated with the submission of this paper to Deposit 
Commissioner for Patents is also authorized to credit any 
refercncled Deposit Account. 

Respectfully submitted, 

P1LLSBURY WINTHROP SHAW PITTMAN LLP 


JSB/RFL/srnm 
P.O. Box 10500 
McLean, VA 22102 
(703) 770-7900 


400377533x1 


V J£CK S. BARUF 
^"Reg.No. 37087 

Tel. No. 703.770.7712 
Fax No. 703.770.7901 



13- 


PAGE 16/24 ' RCVDAT 5/15/2006 4:49:36 PM [Eastern Daylight Time] ' SVR:USPTO-EFXRF-5/7 ' ONIS:2738300 » CSID:7037707901 1 DURATION (mm-ss):07-00 


BEST AVAILABLE COPY 


